In any event, the article cannot anticipate claim 3, which requires that the animal 
has a mouth and that the entrance for the child is located at the mouth of the animal. 

Likewise, the article cannot anticipate claim 4, which requires that the animal has 
a chest and the entrance for the child is located at the chest of the animal. 

Nor can the article anticipate claims 6 and 7, which require that the structure is 
made of padded fabric or that the structure is made of inflatable air-tight material. 

In the event the rejection is based on the public use provision of 35 USC 102(b), it 
is applicant's position that there is inadequate evidence to establish public use more than 
one year prior to the filing date of the present application. The photos and the printed 
material have effective dates which are later than the filing date of the application. At 
best the article can give evidence of an oral conversation between Dana Hurst and JeflF 
Klinkenberg which might establish public use of subject matter relevant to the claims. 
This oral testimony is unsworn and uncorroborated and cannot present the clear and 
convincing evidence which is required to establish public use. See the decision of Trans- 
World Mfg. Corp. V. Al Nyman & Sons, Inc., 224 USPQ 259 (Fed. Cir. 1984). For these 
reasons it is believed that claims 1,3-9 and 11 are patentable over the cited article and 
withdrawal of the rejection is solicited. 

Claims 1, 3-9, and 1 1 were rejected imder 35 USC 103(a) as being unpatentable 
over Berman in view of Yercha et al for the reasons set forth by the Examiner on page 3 
of the OfiBce Action. This rejection is traversed. 

It has previously been pointed out that rejections by examiners must comply with 
the requirements set forth in 5 USC. That is, all decisions, including initial, 
recommended, and tentative decisions shall include a statement of findings and 



conclusions, and the reasons or basis therefor, on all the material issues of fact, law, or 
discretion presented on the record. The examiner has completely ignored this 
requirement. For this procedural reason, alone, the rejection must fail. 

All valid rejections based on 35 USC 103 must resolve the four Graham inquiries. 
The examiner has failed to comply with these requirements. 

The first Graham inquiry is the determination of the scope and content of the prior 
art. The examiner states that Yercha teaches that it is well known in the art to produce a 
play enclosure for a child that takes the form of an animal. Even a cursory inspection of 
this reference reveals that the tent has a first end which is straight, a bottom which is 
straight, a top which is straight, and a second end which contains the outline of the front 
of an animal. In all fairness, this cannot be said to be an enclosure that takes the form of 
an animal. It is applicant's position that the examiner has not made a proper 
determination of the scope and content of the prior art. 

The second Graham factor is ascertaining the differences between the prior art 
and the claims at issue. The examiner has completely failed to resolve this inquiry. 
Indeed, there is no indication at all as to what is taught in the claims. 

The third factual inquiry is to determine the level of skill possessed by one skilled 
in this art. Is one of ordinary skill a mechanical engineer? Is one of ordinary skill a child 
who uses the structure of the claims? Is one of ordinary skill a parent who has purchased 
one of applicant's structures? Since what might be obvious to one of these persons might 
not be obvious to another, the determination of the level of skill of one of ordinary skill in 
the art is a necessary factor in making a reasoned determination of the correctness of the 
rejection. In spite of being reminded of this requirement in a previous response, the 



examiner has steadfastly refused to deal with this issue. Ignoring an issue will not make 
it disappear. It cannot be said that the examiner has resolved this inquiry. 

The fourth Graham factual inquiry is considering objective evidence present in 
the application indicating obviousness or non-obviousness. 

Section 706.02(j) of the M.P.E.P. discusses three basic criteria which must be met 
before a prima facie case of obviousness can be made out. 

The first of these criteria spelled out by the M.P.E.P. is that there must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the references or to 
combine the reference teachings. The examiner urges that the motivation to create a play 
enclosure that has a decorative effect that is pleasing and/or attractive to a child would 
provide the motivation to use the animal type of decorative image or motif upon the 
Berman tent This motivation is not found in the references. The examiner has not 
identified the source of the knowledge generally available to one of ordinary skill in the 
art. It is important that the examiner correctly and precisely identify the source of any 
motivation so as to avoid the appearance of using hindsight. It is applicant's position that 
the motivation requirement of the M.P.E.P. has not been met. 

The second criterion set out in the M.P.E.P. is that there must be a reasonable 
expectation of success resulting from the suggested combination of references. It is 
applicant's position that there would be a reasonable expectation of success of operability 
of the resulting subject matter if one would substitute the tent of Yercha et al for one of 
the forms taught by Berman. There would not be an expectation of success if one were to 
substitute one of the animals outlined by Yercha et al for one of the forms taught by 



Berman as there would too much open space and balance would be a problem. To 
achieve subject matter which could anticipate the claims one would have to substitute the 
animals outlined by Yercha et al, not the tent taught by Yercha et al. Therefore, it is seen 
that one skilled in the art wovdd not anticipate success if the references were combined in 
a way as to read on the claims. 

The third criterion set forth in the M.P.E.P. is that the combination of references 
must teach or suggest all of the claim limitations. It appears that the examiner is urging 
that the references would make it obvious to use an animal type of decorative image on 
the Berman tent. The claims would not be anticipated by an animal-type motif on an 
inflated tent. In order to anticipate the claimed subject matter, the examiner must show a 
combination of references yielding a free-standing animal-shaped structure. This has not 
been done. Certainly, the structure resulting from the suggested combination: would not 
have a door in the mouth or chest of the animal as is required by claims 3 and 4. Also, 
the structure would not be made of padded fabric as required by claim 6. 

As to new claims 12-20, these claims are patentable over the Klinkenberg 
reference in requiring that the structure be made of a padded fabric or an inflatable 
airtight material. These claims are considered to be patentable over the combination of 
Berman and Yercha et al for the reasons set forth in the above comments. 

In light of the included amendments and comments, claims 1, 3-9, and 1 1-20 are 
considered to be allowable and a notice to that efiTect is solicited. 
Respectfully submitted, ^ 
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